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TIME OUT: 



Nanie 


Fax Number 


Phone Nuir.ber 


Examiner Daniel 1. Walsh - 


571-273-8300 


571-272-2800 


U.S. Patent and Trademark Office 
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FROM: Kirk Doiiu^ 



PHONE: 602-382-6544 



RE: 

MESSAGE: 

Attached is the Terminal Disclaraier for Serial No. 10/710,309 



ORIGINAL DOCUMENT: Will not be sent 



CONFIRMATION NO. 



PLEASE RETURN TO: 



REQUESTOR: 



NUMBER OF PAGES (Including Cover):(^ ^ 
CLIENT MATTER NO.: 70655.1500 y4j^ 



S.Bowman/l6S02 PERSONAL FAX: 



Kirk Dorius 



DIRECT LINE: 



No 

602-382-6544 



IF YOU HAVE NOT PROPERLY RECEIVED THIS TELECOPY, PLEASE CALL US AT (602) 382-6075. 

OUR FACSIMILE NUMBER IS (602) 382^70. 



BEST AVAILABLE COPY 

THE INFORMATION CONTAINED IN THIS FACSIMILE MESSAGE IS ATTORNEY PRIVIieCSED AND CONHUeNHAL WFORMATON IMTENDED ONLY FOR 
THE USE OF THE INDIVIDUAL OR ENTITY IstAMED ABOVE. IF THE READER OF THIS MESSAGE IS* NOT THE INTENMD RECIPIENT. OR THE 
EMPLOYEE OR AGENT RESPONSIBLE TO DELIVER |T TO THE INTENDED RECIPIENT. YOO ARE HEREBY NOTIRED THAT ANY DISSEMINATIOM, 
DISTRIBUTION OR COPYING OF THIS COMMUNICATION 1$ STRICTLY PROHIBITED. IF YOU HAVE RECEfVBD THIS COMMUNICATION IN ERROR, 
PLEASE IMMEDIATELY NOTIFY US BY TELEPHONE. AND RETURN THE ORIGINAL MESSAGE TO US AT THg ABOVE ADDRESS VIA THE U.S. POSTAL 
SERVICE. THANK YOU. 



1778345.1 
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TRANSMITTAL 
FORM 



PTO/SB«l (0^) 
AppfOMd «0r use through 07/31/3009. 0MB 0651^1 
U.S. Pairtt end TfettanTBik-Offiw; U.S. p6PARTMBMT OF COMMERCE 

,awifBfldfBdiTirnr?^*^%aBllf'^*^' 



AppUcalion Number 



Fifing Date 

Rrsl Named invanlor 



AftUnft 



Examiner Namo 



Tola] Number Pagaa in This Submbdon 



Atloffney Docket Number 



l(V7io,909 




July 1,2004 



=»ECEI\ 



DBvldS. Bonene. etat 



2870 



DUfllell-WatBh 



-eenr ral fax 
II^PR2 1 



706$8r1$00 



Fee TransmUtal Form 
EH Fee Attached 

Amertdment/Reply 

Q After Final 

EH Affldavitsrded3ration(8) 

Extension of Time Request 

Expreae AbarMlonmenl Request 

Informeuori Disclosure Statement 



Certified Copy of Prtortty 
Documen|(9) 

Reply lo MiseiMQ Parts/ 
Incomplele Appncation 

□ Reply to Mi$slnci Parts 
under 37 CFR1.S2 or 1.53 



ENCLOSURES (ClwcA sff ^ppiv) 

□ 
□ 



DrawingCfi) 

Lioensino-'elaled Papers 



PeQtion 

P^oi^ to Convert to a 
Provisional AppUcatlon 
Power of Attorney, Revocabon 
Change of CorrBspondence Address 

Terminal DiOdalmar 
Request for refund 

CD, Number of CD(s) 

I Landscape Table on CD 



Alter Allowance Communication to TC 

Appeal Coittmunicatlon to Board 
of Appeeie and Inleilsrences 

Appeal CommijnlcaUon lo TC 
(Appeal NoiteB, BriBf, Reply Brief) 

Proprietary Information 
Statue iJOtier 

Other Encl06ure(s) (please Identify 
below): 



I Remariw 



RmiName 



Signature 



PHntedname 



Date 



SIGNATURE OF APPUCAWT, ATTORNEY, OR AGEKT 

SNELL & WILMER. LLP. 40Q East Van Buren« Phoerax. Ar^a aS004-2202 



Kirit Doriu$ 



April 21, 200$ 



Reg. No. 1 54^073 



CERTIFICATE OF TRANSMlSSIONmiAIUNO 


1 hereby cerlWy that thie correspondence Is being facsimile transmuted to Oie USPTO or deposited vrflh the United States Postal Service wHh 
sufficient postage es iM class mall In an envelope addiessed lo: Commissioner tor Patents. P.O. Box 1450. Alexandiie. VA 22313-1450 on 


Signelm 


/rjyA 1^ 


Vjyped Of printed name 


Sheie Bowman 


Date 


Apra 21. 1006 ^ 



TWacoilSCIIonofWbrmatlonlsreQulfedbyST CPR i.S.Thelnfomwtigniifaqul/wltoQttffinorrBlainBbon^ w 
process) an appScatien. ConfldertUItty ia govBmod by 35 U.S,C. 122 and 37 CFR 1.11 andri4. eonadton'is sstinnnHi to 2 hou« to oomptele, Jndwfinj 
l^iTfuUxQ pfSparing. and subir^iUng Ute compteted appUcaiion form to me USJ*TO. Time w3l vary dOMn«ftg upon trte IndlvtdUQl we;Arv ^^^^ ^ ™ 
amounl of lime you require to comiJleto thii tom an«or flusflasllorw ftir re^mrs W$ PMTdan. ahould »» "5 Wjf«Ct^.lJ<¥^^ 
TrBdamaiH Oflki. U.sToepanmcri of CommafOB. P.O. Box 1450. Atawndiia. VA 22313-1450. 00 MOT SEND FEES OR COMPLBTHO FORMS TO THIS 
ADDRESS. 8EN0 TO: Commissioner for Patents, P.O. Box 1460. Aiexemlrla, VA 22313-14S0. 

tfyou need asst'stsnoQ in comp/aong me torn, ceO 1-e00-f*TOSl99 end seM option 2. 
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P. 03 



1. 



UiwterHwl 



>rkReducBgnAclOf 199i 



imooB are roguirftd tc_ 



F99S pUfWBflt to the CansaikfBM AppnorisHans Act 2005fK.R. 4918), 

FEE TRANSMITTAL 

For FY 2006 



Appnwod for un tfiroUQTi 07A 1/2008. 0MB 0651-0032 
U.S. potent and TradonlafK Offloe^ U.8. DEPAfTTMENT OF OOMMS^Ce 

I to a ooilBotion <H irtf onrvitfon uijgpfl >t displays a vafid 0MB control numbe r 

Compl&tB If Known 



Appncatlon Numbg_ 



First Named inventor 



□ Apptteant dalms small gnuty status. See 37 CFR 
TOTAL AMOUNT OF PAYMENT | ($) 130,00 

METHOD OF PAYMENT {check all that 

I I Check DcreditCard [H Money Order Dnouc 

W I Deposit Account Deposit ACCOum Number 19-2fl14 



ExBifliner Name 



Art unit 



AtjomeyOocfcelNo. 



10/710,309 



July 1.2004 



David S. Bonalle. at al. 



RECEIVED 



Daniel I- Walsh 



«qMTRAL FAX CENT|R 

iAPR 2 1 2006 

< * 



2876 



706S5.150D 



1 Other (please identify):. 



Oepofiit Aocoiinl Namo;, ^r[f II & Wilmer LLP 



For Ihe Btjove-Kientifiad deposit account, the Director Is hereby authorized to: (ctto<^ all that apply) 
I I Charge fee(5) indicated beigw [/] Charge fee<8) indicated be]ow» except for the niiitg fee 

0 Chafes any additional fee(s) or undetpayments off fee(s> [yl Q^^ij ^ ouarpaymems 
under 37 CFR 1.16 and 1.17 ' — ' .^.^ _ ^ . 

WARNING: Infonnitlon on thb iomi may becmn* puMlC. Cf»*t c#rd IntermflUon stould itot M mctudad on thh fcrm. PrevMt CWHt own 
i Dfttmatlon gnd ou»o*feallon on PTP-2Wa, , 

FEE CALCULATION (All the fee^ faelow are due upon fidng or may he subject to a gwrctwrge.] 



1. BASIC FILING, SEARCH. AND EXAMINATION FEES 



FILING FEES 

SrrtaH EntIN 

FeetSl 



SEARCH FEES 

small Entity 
FeeW 



ApnilcatleftTOTie 

Utility 300 150 SCO 250 

Design 200 100 100 50 

Plaxa 200 100 300 150 

Reissue 300 150 500 250 

Provisional 200 100 0 0 

2. EXCESS CLAIM FEES 
Fee Desciipttert 

Each claim over 20 (including Reissues) 
Each independent claim over 3 (including Reissues) 
Multiple dependent clainns 
Total Clatma ErtreClalma Feeffl FM PflW B) 

-ZOofHPa X .= 

HP s MghBSt nurrtber of total Cielma paid for. if grwderlhort 20. 
indep. Ctalma EKtraCtainfia Feet« 
-3orHP= X 



EXAM1NA110N FEES 
Fee i%\ 



Fees Paid i%\ 



Fwff) 


Small Enlttif 


Fee(j» 


50 


25 


200 


100 


360 


ISO 




iopMidBiiitClahwa 




pee Paid a\ 



Fee Pahl (%) 



HP B> Mghaal number of indapondeM dtfms pfllO for. If graster than 3. 

3 APPUCATION SIZE FEE 

'if the spedfjcation and drawings exceed 100 sheets of paper (excluding elecironicaliy filed sequence or computer 

listings under 37 CFR 1.52(c)X the application siw fee due is $250 ($125 for small entity) for each additional 50 

sheets or fraction thereof. Sec35U.S.C.4l(aXlKG)and37CFR 1.16f3^^^^ 
Total Shaotft Extra ^leete Number off each addlttenal SO er. fraction tharaof 



-100» 



/50s 



(round up to a whole number) x 



4. OTHER PEE<S) . ^. 

Non-English Specification. $130 foe (no small entity discount) 

Other (e.g., late fiUng surcharge): r^^n^l ^todalmer 



Faw Paid 



130.00 



I 
J 

I 

k • ■ 



1{ 



4 • 

t * 
t 

# t 
% 
H 



I ( 



Signature 



Name (PrlmTType) 



^^^^ ^0ti^ 



RegiatraHon Ne.^ ^.^ 



Telephone ^go2) 382-6544 



Date AprH ^1,2006 



Trts coiacfion of informHlion is foqulfwl by 37 CFR 1.1 aS. Ths infaimtttion is roqUi/©d to Cb*flJn or reCain a tenoft by t*^* P^^BjC wnten l» 10 ©e (and b ytha ^ 
USPTOtOprooe»)anapplioaUoa Cortid«rtialityi*90VOmodWaSaS.C. 122and 37CFR 1.14. TWscoOeeMontoBBflmatedtoldsaSOifWIirt^ 
Inducfifig oHtharina prtparfAg. and aubmlHlng Iho complalad appM^ Iwm to iho USPTO. Time %ffl vary depentf r\g upw lha individual casa. Any oiiraiifOT* 
0^ tho MUMirU of time you raqiire to <»mpi«ie tftla form snd/or suggesUons for rBdifflPg tN$ burdon. stoirfd be Mint ^ ^ja Chef II nforragn^^ 
o^d TrBdOfnar* OfBce.U.S. Department trfCommiriwi. P.O. BOX 1450. Atexandrta VA 2231 3-1450. DO NQT SgNp FgeS OR COfcflPLETH) FORMS TO THIS 
ADDRESS. SEND TO: Commlealonor for Pawnta, P.O. Box 14B0, Alexandria. VA 22313-1450- ^ , ^ ^. ^ 

liyoM neetf aseistance mi oompieting the form, caH 1-90(yPTO-9iS9 and SBiaa opbon 2. 
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RECEIVED t 

CENTRAL FAX CEhJT^l 

CEICTIFICATE OF TRANSMISSION PURSUANT TO 37 C.F.R. § 1 J ^PR 2 1 2006 = 



I hereby certify that this correspondence is being transmitted via tacsimile to the United States 
Patent and Trademark Office at (571) 273-8300 and is addressed to: Mail Stop Amendment, 
Commissioner for Patents, P.O. Box 1450, Alexandria. VA 2231 3^ 450. cm: 

Data : Aoril-?.) . 2006 By. / .-^J^ { J r rnr— " = 



IM THE UNITED STATES PATENT AND TRADEMA RK OFFICE 
PATENT 

InventoKs): David S. Bonalle, et al. Docket No.: 70655.1500 

Serial No.: 10/710,309 Confirmatton No.: Group Art Unit 2876 

4308 

Filing Date: July 1,2004 Exarr»iner: Walsh, Danlell. 

Title- METHOD FOR BtOMETRIC SECURITY USING A SMARTCARD- 

READER 

TERMINAL DISCLAIMER TO OBVIATE 
A PROVISIONAL DOUBLE PATENTING REJECTION 
OVER CO-PENDING APPUCATION 

Mail Stop Amendment 
Commissioner of Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Commissioner: 

The owner, American Express Travel Related Services Company, Inc., of 100% 
interest in the instant application hereby disclaims, except as provided below, the 
terminal part of the statutory term of any patent granted on the instant application which 
would extend beyond the expiration date of the full statutory tenu of any patent granted 
on the pending reference Application Number 10/710,307 which was filed on Julyl. 
2004 and Application Number 10/710,308 which was filed on July 1, 2004, as such ierm 
is defined In 35 U.S.C. §§ 154 and 173, and as the temi of any patent granted on said 
reference applications may be shortened by any terminal disclaimer filed prior to the 
grant of any patent on the pending reference applications. The owner hereby agrees 
that any patent so granted on the instant application shall be enforceable only for and 
during such period that it and any patent granted on the reference applications are 

AmExp. 200S1318 
I8240$3.I 
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P 



Serial No. 10/710,309 

Attomdy Docket No. 70655.1 500 

commonly owned. This agreement runs with any patent granted on the instant 
application and is binding upon the grantee, its successors or assigns. 

In mailing the above disclaimer, the owner does not disclaim the terminal part of 
any patent granted on the instant application that would extend to the expiration date of 
the full statutory term as defined In 35 U.S.C. §§ 164 and 173 of any patent granted on 
said reference application, "as the tenn of any patent granted on said reference 
application may be shortened by any terminal disclaimer filed prior to the grant of any 
patent on the pending reference application." in the event that any such patent granted 
on the pending reference application: expires for failure to pay a maintenance fee, is 
held unenforoeable, is found invalid by a court of competent jurisdiction, is statutorily 
disclaimed in whole or tenninally disclainried under 37 C.F.R. § 1.321, has all claims 
canceled by a reexamination certificate, is reissued, or is in any manner terminated prior 
to the expiration of its full statutory term as shortened by any terminal disclaimer filed 
prior to its grant. 

1 hereby declare that all statements made herein of my own knowledge are true 
and tiiat all statements made on Information and belief are believed to be taie; and 
further that these statements were made virtth the knowledge that willful false statements 
and the like so made are punishable by fine or Imprisonment, or both, under Section 
1001 of Title 18 of the United States Code and that such willful false statements may 
jeopardize the validity of the application or any patent issued thereon. 

The undersigned is an attomey of record, Reg. No. 54,073. 



AmExp No. 20051318 



2 
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The Commissioner is hereby authorized to charge any fees which may be 
required* or credit any overpayment, to Deposit Account No. 19-2814. 



SNELL & WILMER LL.P. 
400 East Van Buren 
One Arizona Center 
Phoenix. Arizona 85004-2202 
Telephone: (602) 382-6544 
Facsimile: (602) 382-6070 



Serial Ho, 10/710,309 
Attorney Docket No. 70655.1500 



Respectfully submitted, 



Dated: 



April ^, 2006 




Kiric Dorius 
Reg. No. 54,073 



3 



AmExp No. 20091318 
IS24063.I 
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